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Applicants are submitting the following remarks with a Pre- Appeal Brief Request 



for Review in accordance with the Official Gazette Notice of July 12, 2005, and the Extension of 
Pre-Appeal Brief Conference Program, dated January 10, 2006. Applicants are filing this 
Request concurrently with a Notice of Appeal. Applicants respectfully request that the Panel of 
Examiners (the "Panel") reconsider the above-captioned patent application in view of the 
following remarks. 



Sir: 
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Remarks : 

1. Rejections 

Claims 1, 2, 4, and 5 stand rejected under 35 U.S.C. § 102(b), as allegedly being 
anticipated by Patent No. US 6,467,296 B2 to Fujii et aL ("Fujii"). Applicants respectfully 
disagree. 

2. 35 U.S.C. § 1020)) 

Claims 1, 2, 4, and 5 stand rejected as allegedly being anticipated by Fujii. "A 
claim is anticipated if and only if each and every element as set forth in the claim is found, either 
expressly or inherently described, in a single prior art reference." MPEP 2131. The Office 
Action alleges that Fujii describes each and every element as set forth in claims 1, 2, 4, and 5. 
Applicants respectfully disagree. 

Applicants' independent claim 1 recites "the contact surfaces are continuously 
formed between the engaging portions through the side wall portion." The Office Action does 
not cite to any portion of the written description of Fujii that discloses this limitation of 
independent claim 1. Nevertheless, the Office Action asserts that Fuji " appears to be capable of 
performing" the function of having a contact surface which "continuously is formed between the 
engaging portions through the side wall portion," as set forth in independent claim 1 . See, e^g., 
Office Action, Page 2, Line 12 (emphasis added.) 

"Pictures and drawings may be sufficiently enabling to put the public in the 
possession of the article pictured . . . however, the picture must show all of the claimed structural 
features and how they are put together." MPEP 2121.04. Figure 2 of Fujii depicts a piston 26 
which includes a semi-spherical recess 26a in which a semi-spherical shoe 24 is located. See , 
e.g. , Fujii, Column 4, Lines 35-38. In Figure 2 of Fujii, there is a space between a portion of a 
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wall of recess 26a and an end of a swash plate. When piston 26 reciprocates between a top most 
position and a bottom most position, a first portion of shoe 24 moves towards the portion of the 
wall of recess 26a which has the space between it and the end of the swash plate. Similarly, 
when piston 26 reciprocates between the bottom most position and the top most position, a 
second portion of shoe 24 moves towards the portion of the wall of recess 26a which has the 
space between it and the end of the swash plate. 

Nevertheless, as previously argued by Applicants in the above-captioned patent 
application, the Office Action has not shown that when piston 26 reciprocates between the top 
most position and the bottom most position, and vice versa, each any every portion of recess 26a 
at some point contacts shoe 24. For example, Applicants respectfully submit that the Office 
Action has not shown that piston 26 reciprocates, or is capable of reciprocating, far enough 
towards the top and far enough towards the bottom to allow shoe 24 to move in a path which 
covers recess 26 in it's entirety. 

In response to Applicants argument, the Office Action asserts that Fujii " appears 
to be capable of performing" the function of having a contact surface which "continuously is 
formed between the engaging portions through the side wall portion," as set forth in independent 
claim 1. See , e.g. , Office Action, Page 2, Line 12 (emphasis added.) Fujii does not disclose a 
"continuously" formed contact surface extending between the engaging portion. Moreover, 
whether a prior art reference "appears to be capable of performing in accordance with the 
claimed invention clearly is not the standard which the Office Action must satisfy in order to 
establish that the prior art reference anticipates the claimed invention. Instead, the Office Action 
must establish that Figure 2 of Fujii shows "all of the claimed structural features." MPEP 
2121.04 (emphasis added.) 



DC01:456182.1 



-3- 



PATENT 

Attorney Docket No. 01 8842. 1285 
In addition, Applicants respectfully submit that Figure 2 of Fujii merely is a 

cross-sectional diagram of a compressor. As such, Figure 2 of Fujii does not depict in sufficient 

detail which portions of recess 26a may be contact portions. Therefore, Applicants respectfully 

request that the Examiner withdraw the anticipation rejection of claim 1 . 

Claims 2, 4, and 5 depend from independent claim 1. Therefore, Applicants 

respectfully request that the Examiner also withdraw the anticipation rejection of claims 2, 4, 

and 5. 
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Conclusion: 



Applicants respectfully submit that this application is in condition for allowance, 



and such disposition is earnestly solicited. In the event of any variance between the fees 
determined by Applicants and the fees determined by the U.S. Patent and Trademark Office, 
please charge or credit such variance to the undersigned's Deposit Account No. 02-0375. 



1299 Pennsylvania Avenue, N.W. 
Washington, D.C. 20004-2400 
(202) 639-7700 (telephone) 
(202) 639-7890 (facsimile) 

JBA/TJC/tt 
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I hereby certify that this correspondence is being deposited with the 
United StatesPostal Service with sufficient postage as first class mail 
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10/730,942 


Filed 

December 10, 2003 


First Named Inventor 




Typed or printed Timothy J. Churna 

name z. 
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Art Unit 
3745 


Examiner 

Michael S. Leslie 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
.. Note: No more than five (5) pages may be provided. 



I am the 

j | applicant/inventor. 

□ assignee of record of the entire interest. 
See 37 CFR 3.71. Statement under 37 CFR 3.73(b) is enclosed. 
(Form PTO/SB/96) 




|x | attorney or agent of record, 34Q 
Registration number [ 



Typed or printed name 

202/639-7700 



Telephone number 



] | attorney or agent acting under 37 CFR 1 .34. 
Registration number if acting under 37 CFR 1.34 _ 



Date 



NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. 
Submit multiple forms if more than one signature is required, see below*. 



□ 



*Totalof forms are submitted. 



This collection of information is required by 35 U.S.C. 132. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is estimated to take 12 minutes to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, 
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Mail Stop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 



Privacy Act Statement 



The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection 
with your submission of the attached form related to a patent application or patent. Accordingly, 
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the 
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; 
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark 
Office is to process and/or examine your submission related to a patent application or patent. If you do 
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to 
process and/or examine your submission, which may result in termination of proceedings or 
abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1 . The information on this form will be treated confidentially to the extent allowed under the 
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from 
this system of records may be disclosed to the Department of Justice to determine whether 
disclosure of these records is required by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of 
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to 
opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress submitting a request involving an individual, to whom the record pertains, when the 
individual has requested assistance from the Member with respect to the subject matter of the 
record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the 
Agency having need for the information in order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in 
this system of records may be disclosed, as a routine use, to the International Bureau of the 
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to 
the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, 
General Services, or his/her designee, during an inspection of records conducted by GSA as 
part of that agency's responsibility to recommend improvements in records management 
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall 
be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant {i.e., GSA or Commerce) directive. Such disclosure shall not 
be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after 
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent 
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 
CFR 1.14, as a routine use, to the public if the record was filed in an application which 
became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspection or an 
issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, 
or local law enforcement agency, if the USPTO becomes aware of a violation or potential 
violation of law or regulation. 



